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V, REMARKS 

Claims 1-5 are rejected under 35 USC 112, second paragraph, as allegedly 
being indefinite for failing to particularly point out and distinctly claim the subject 
matter of the invention. The claims are amended as indicated above to obviate 
the rejection. Withdrawal of the rejection is respectfully requested. 

Claims 1 and 3-5 are rejected under 35 USC 103 (a) as being unpatentable 
over Chikaki et al. (U.S. Patent No. 6,149,757) in view of Panagrossi et al. (U.S. 
Patent No. 24,856). Claim 2 is rejected under 35 USC 103 (a) as being 
unpatentable over Chikaki et al. (U.S. Patent No. 6,149,757) as modified by 
Panagrossi et al. (U.S. Patent No. 24,856) and further in view of Custer et al. (U.S. 
Patent No. 3,857,775). The rejections are respectfully traversed. 

Regarding the invention of Claim 1: 

An object of the present invention is to obtain a laminating apparatus 1 
having an extended life span of a diaphragm 10 by forming the diaphragm 10 of 
the laminating apparatus 1 with butyl rubber (see lines 9 to 10 on the page 2, lines 
10 to 13 on the page 10, lines 22 to 24 on the page 11 of the specification in the 
present application). Further, as the life span of the diaphragm 10 gets longer, the 
frequency to replace the diaphragm 10 can be decreased, which also exhibits an 
economical effect (see lines 5 - 6 on the second page, lines 2 to 3 on the page 12 
of the specification in the present application). 

In this aspect, in the case of the laminating apparatus 1 in the first cited 
document by the present inventor (Chikaki) et al., as the Examiner pointed out, 
rubber including fluorine is merely exemplified (lines 28 to 31 in Col. 4) as the 
material for the diaphragm 4, where the life span of the diaphragm 4 is not 
considered at all, and the laminating apparatus 1 has an object and effects which 
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are totally different from those of the present invention characterized in that the life 
span Is made long by using the butyl rubber as the material for the diaphragm 10. 

Also, in the second cited document (US 24,856) by Panagrossi et al., as the 
Examiner pointed out, a diaphragm is presented as an example of applying a 
lamination or coating (lines 32 to 43, Col. 3). However, shown here by the 
contents of the disclosure isthat the diaphragm is normally difficult to be laminated 
or coated since it is exposed to a harsh environment and needs to have flexibility 
even under such a condition, but the use of butyl rubber makes it possible to 
perform (or enables to perform effectively) lamination or coating thereon. 

In other words, the diaphragm described In the second cited document is 
merely a diaphragm as an object to be laminated or coated, and thereby it is 
merely suggested that the use of butyl rubber makes lamination or coating 
applicable to the diaphragm. On the other hand, in the present invention, the butyl 
rubber is adopted for the purpose of improving the characteristics of the 
diaphragm itself included in the laminator apparatus, and being different for 
example from the second cited document, the object of the present 

invention can be achieved by forming the diaphragm with only the butyl rubber. 
Thus, the present invention and the contents described in the second cited 
document have totally different objects and effects from each other. 

The Examiner pointed out that the present invention is self-evident from the 
combination of the fist cited document (US 6,149,757) with the second cited 
document (US 24,856) of Panagrossi et al., but the object and effects of the 
present invention to improve the characteristics of the diaphragm itself are not 
described in either the first cited document or the second cited document as 
mentioned above. Therefore, even if the first cited document and the second cited 
document are combined based on the fact that they have a description of a 
diaphragm, the characteristic object and effects of the present Invention cannot be 
obtained, and the Examiner's judgment to affirm the self-evidence of the present 
application is inappropriate. 
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Regarding the invention of Claim 2: 

As explained above, since the invention of Claim 1 is not self-evident but 

has novelty, the invention of Claim 2 as a dependent claim according to Claim 1 
also has novelty as a matter of course. 

The Examiner pointed out that the invention of Claim 2 is self-evident from 
a combination of the third cited document (US3,857,775) by Custer et al. in 
addition to the first cited document (US6,149,757) and the second cited document 
{US24,856). However, described in the third cited document is a flexible elastic 
sheet 1 provided on a base plate 9 of an electrolytic bath 2, which is a component 
completely different from the diaphragm 10 of the laminating apparatus 1 of the 
invention of Claim 2. In particular, the elastic sheet 1 in the third cited document is 
a member arranged in contact with saline solution or electrolyte 13, which is totally 
different in both functions and components from 

the diaphragm 10 that sandwiches and compresses a laminated object by the 
atmospheric pressure as in the case of the present Invention. Thus, there is no 
reason to combine the third cited document with the first cited document and the 
second cited document, and this combination is inappropriate. Therefore, the self- 
evidence of the invention of Claim 2 cannot be denied. 

Regarding the inventions of Claims 3 to 5: 

As described in the above, since the invention of Claim 1 1s not self-evident 
but has novelty, the inventions of Claims 3 to 5 as dependent claims according to 
Claim 1 have novelty as a matter of course. 

Withdrawal of the rejections is respectfully requested. 

Further, Applicants assert that there are also reasons other than those set 
forth above why the pending claims are patentable. Applicants hereby reserve the 
right to submit those other reasons and to argue for the patentability of claims not 
explicitly addressed herein in future papers. 
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In view of the foregoing, reconsideration of the application and allowance of 
the pending claims are respectfully requested. Should the Examiner believe 
anything further is desirable in order to place the application in even better 
condition for allowance, the Examiner is Invited to contact Applicants' 
representative at the telephone number listed below. 

Should additional fees be necessary in connection with the filing of this 
paper or if a Petition for Extension of Time is required for timely acceptance of the 
same, the Commissioner is hereby authorized to charge Deposit Account No. 

18-0013 for any such fees and Applicant(s) hereby petition for such extension of 
time. 
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